
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspio.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/608,634 



06/27/2003 



7590 02/12/2007 

Blakely, Sokoloff, Taylor & Zafinan 

Seventh Floor 

12400 Wilshire Boulevard 

Los Angeles, CA 90025-1030 



loan Sauciuc 



42P 16896 



8366 



EXAMINER 



DUONG, THO V 



ART UNIT 



PAPER NUMBER 



3744 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 02/12/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summary 


Application No. 

10/608,634 


Applicant(s) 

SAUCIUC ET AL 


Examiner 

fcAOIIMI Iwl 

Tho v. Duong 


Art Unit 

3744 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 
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DETAILED ACTION 

Receipt of applicant's amendment filed 1 1/17/2006 is acknowledged. Claims 18-28 are 
pending. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 20 and 25 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The limitation of "the application device includes one or more of an 
epoxy dispenser machine and a vacuum suction cup" renders the scope of the claim indefinite 
since it is not clear whether applicant is claiming the product and the apparatus making of the 
product. 

Claims 20 and 25 recite the limitation "the application device" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

Claims 20 and 25 are further rejected as can be best understood by the examiner in which 
a method limitation of how the thermal interface is formed or removed from the product is 
intended. (See original claims) 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 



/ 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 18-28 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Herbst, II (US 5,457,342). Herbst discloses (figure 4) a 
system comprising a heat storage medium (heat spreader 12); an integrated circuit such as a CPU 
(13) coupled to the storage medium (12); a heat sink (24) coupled with the IC (13), the heat sink 
comprising a thermoelectric (18) module having a polarity; and a thermal interface material (32) 
such as an adhesive material coupled with the heat sink and the IC device. Herbst does not 
explicitly disclose how the thermoelectric works but Herbs has incorporated reference Richman 
(4,685,081) to disclose the principles of a Peltier effect cooling module (thermoelectric). The 
reference to Richman discloses (column 4, lines 6-13) that the thermoelectric (30) is capable of 
reversing the direction of current flowing through the thermoelectric (reversing the polarity) to 
heat or chill the device (21) to maintain the device within its recommended temperature range. 
Regarding claims 20 and 25, the method of forming " the application device., .an epoxy 
dispenser machine and a vacuum suction cup" are not germane to the issue of patentability of the . 
product itself. "Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 
227 USPQ 964, 966 (Fed. Cir. 1985). In this instant case, the product in the product-by-process 
claim is the same as or obvious from the product of the prior art, the claim is unpatentable even 
though the TIM was applied by a different device such as by hand. Regarding the limitation of 
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"to melt the TIM up to an acceptable melt level", it has been that a recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus satisfying the claimed structural limitation . Ex 
parte Masham 2 USPQ2d 1647 (1987). In this case, the claimed apparatus being intended to 
melt the TIM does not differentiate the claimed apparatus from the prior art of Herbst and its 
incorporated material of Richman, which satisfy all of the claimed structural limitation. 
Furthermore, as a matter of working principle of the thermoelectric device (TEC), if the polarity 
of the TEC is reversed, heat transfer direction will also be reversed to transfer heat back to the 
thermal interface material or the heat source. Since the thermal interface material is adhesive 
material such as adhesive tape, which is capable of being soften or melt to an acceptable level 
upon heating, the apparatus of Herbs is capable of melting the adhesive material (32) up to an 
acceptable melt level upon changing the polarity. 

Claims 18-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chu et al. 
(US 6,424,533) in view of Richman (4,685,081). Chu discloses (figures 1 and 3) a system 
comprising a heat storage medium (heat spreader 28); an integrated circuit such as a chip (14) 
coupled to the storage medium (12); a heat sink (20) coupled with the chip (14), the heat sink 
comprising a thermoelectric (30) module having a polarity; and a thermal interface material (17) 
such as solder or oil coupled with the heat sink and the chip. Chu does not disclose that the 
thermoelectric device will change its heat flow direction upon the changing of its polarity and to 
melt the thermal interface material (17). Richman (4,685,081) discloses the principles of a 
Peltier effect cooling module (thermoelectric). The reference to Richman discloses (column 4, 
lines 6-13) that the thermoelectric (30) is capable of reversing the direction of current flowing 
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through the thermoelectric (reversing the polarity) to heat or chill the device (21) for a purpose of 
maintaining the device within its recommended temperature range. It would have been obvious- 
to one having ordinary skill in the art at the time the invention was made to use Richman's 
teaching in Chu's device for a purpose of maintaining the device within its recommended 
temperature range. Regarding the limitation of "to melt the TIM up to an acceptable melt 
level", it has been that a recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitation . Ex parte Masham 2 USPQ2d 1647 (1987). In this 
case, the claimed apparatus being intended to melt the TIM does not differentiate the claimed 
apparatus from the combination device of Chu and Richman, which satisfy all of the claimed 
structural limitation. Furthermore, as a matter of working principle of the thermoelectric device 
(TEC), if the polarity of the TEC is reversed, heat transfer direction will also be reversed to 
transfer heat back to the thermal interface material or the heat source. Since the thermal 
interface material is solder or oil, which is capable of being soften or melt upon heating, the 
apparatus of Chu is capable of melting the adhesive material (17) up to an acceptable melt level 
upon changing the polarity. 

Regarding claims 20 and 25, the method of forming " the application device... an epoxy 
dispenser machine and a vacuum suction cup" are not germane to the issue of patentability of the 
product itself. "Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
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though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 
227 USPQ 964, 966 (Fed. Cir. 1985). In this instant case, the product in the product-by-process 
claim is the same as or obvious from the product of the prior art, the claim is unpatentable even 
though the TIM was applied by a different device such as by hand. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tho v. Duong whose telephone number is 571-272-4793. The 
examiner can normally be reached on M-F. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



supervisor, Tyler J. Cheryl can be reached on 571-272-4834. The fax phone number for the . 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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